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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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Art Unit: 2856 

DETAILED ACTION 
Claim Rejections ■ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

Claims 1, 2, 7, 10-15, 18-21, 26, 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Averette (US Patent 4,624,148). 

Regarding claims 1 and 21, Averette discloses an automatic fluid injector 
including a vial 91 defining a volume for holding a sample, the volume closed by a 
"septum"; an outer tube 65 having a proximal end and a distal end, the proximal end 
shaped in a bevel (figure 5) which will permit piercing the septum; and an inner tube 66 
having an end region axially movable within the outer tube between a piercing position 
(figure 4), wherein an end of the inner tube in the end region is retracted from the 
proximal end of the outer tube, and a transmission position (figure 5), wherein the end 
of the inner tube extends axially beyond the proximal end of the outer tube; wherein the 
outer tube and the inner tube form a tube assembly; and wherein at least one of the 
tube assembly and the container can be moved to cause the outer tube to pierce the 
seal and, after the seal is pierced, the inner tube can be used in the transmission 
position to permit fluid transfer with respect to the volume (abstract). 

As for claims 2 and 27, the inner tube 66 is mechanically biased in the 
transmission position by piston 61, such bias being normally overcome by controlling 
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the frame 61 motion to be in concert with frame 51 while the outer tube is used to pierce 
the seal. 

As for claim 7, the flexible inner tube 66 is capable of moving freely within the 
outer tube as in the instant invention. 

As for claims 10 and 11, the reference recites the "invention relates to 
improvements in automatic fluid injectors, or automated syringes useful for 
automatically injecting very small, accurately measured quantities of a fluid into various 
media, e.g. the inlets of modern analytical instruments such as mass spectrographs or 
gas chromatographs." 

As for claim 12, the tubes 65 and 66 are concentric as shown in the figures. 

As for claim 13, the reference recites "the needle and probes, the piston units, 
and the like, are preferably constructed of metals". 

As for claim 14, the inner tube 66 is defined as a "flexible hollow needle" and 
therefore inherently made of a resilient material. 

As for claim 15, the reference recites "tubing used in the instrument are normally 
constructed of rubber or plastic". 

As for claim 18, item 91 shown in figure 3 is a container on plate like item 90. 
The item 90 may include a plurality of items 91. The items 91 are covered by septum. 

As for claims 19 and 20, feed tray 90 is "for transporting one or a plurality of vials 
of fluid specimens to the injector feed assembly" and is "responsive to automatic control 
means" 

As for claim 26, see discussion above with respect to claims 10, 11, 18. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3, 4, 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Averette (US Patent 4,624,148) in view of Steube et al. (US Patent 6,447,483). 

Regarding claims 3, 4, Averette as discussed above does not disclose the inner 
tube is in the transmission position, wherein the tube assembly can be moved relative to 
the container so as to cause the end of the inner tube to make contact with the seal and 
move the inner tube into the piercing position as in claim 3. Averette indeed shows the 
inner tube is never in contact with the septum wall. 

Steube discloses an outer piercing needle 30 with an inner blunt conduit 34 
teaching spring bias means 20 which maintains the conduit in a fluid transmission 
position until the device come in contact with a wall to be penetrated. 
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Steube further teaches the conduit 34 in the piercing position wherein the conduit 
returns to the transmission position after the wall is pierced due to the mechanical bias 
provided by the spring 20 as in claim 4 (see figures 5-7 and column 7 lines 3-24). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide a conduit inside a piercing needle biased in a 
transmission position as this will permit advantageous piercing and repositioning of the 
conduit for effective fluid communication in one single motion of the device. The action 
of the device eliminates the need for separate actuation of the conduit to its final 
position. 

As for claim 30, Averette discloses moving the tube assembly but not such that 
the end of the inner tube contacts the seal and moves into the piercing position. As 
discussed above with respect to claims 3 and 4, Steube teaches an inner conduit that 
first contacts the surface to be pierced. Further movement pushes the conduit further 
inside the piercing needle until it reaches a piercing position as in the instant invention. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made for the end of the inner tube to contact the seal and move into the 
piercing position for the same reasons given above. 

Claims 8, 22, 23, 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Averette (US Patent 4,624,148) in view of Bradley et al. (US Patent 4,577,514). 

Regarding claims 8, 22, Averette teaches a source of pressure rather than 
suction for aspirating the sample. 



Application/Control Number: 10/821,124 Page 6 

Art Unit: 2856 

Bradley discloses a similar tube within a tube sampling device teaching suction 
source 104 shown in figure 6 for withdrawing a volume of sample (column 5 lines 9-23). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use suction instead of pressure where a sample may be 
unacceptably affected by high pressure. 

As for claims 23, 24, Averette further recites the "invention relates to 
improvements in automatic fluid injectors, or automated syringes useful for 
automatically injecting very small, accurately measured quantities of a fluid into various 
media, e.g. the inlets of modern analytical instruments such as mass spectrographs or 
gas chromatographs." 

Claims 9, 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Averette (US Patent 4,624,148) as modified by Bradley et al. (US Patent 4,577,514) and 
applied to claim 8 above and further in view of Hrdina (US Patent 3,530,721). 

The references as applied above do not teach an injection valve in fluid 
communication with the inner tube, the injection valve capable of selectively placing the 
source of suction in fluid communication with the inner tube. 

Hrdina teaches slide valve 1 which directs sample drawn through needle 28 by 
suction pump 17 toward chromatograph column 13. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a slide valve in communication with the suction pump in 
order to redirect the sample to and analysis device such as a chromatograph column. 
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Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Averette 
(US Patent 4,624,148) 

Regarding claim 16, Averette discloses the claimed invention except for the inner 
tube is made of at least one of the materials chosen from the group of material 
consisting of nitinol, polymide and Poly Ether Ether Ketone (PEEK). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use one of the materials chosen from the group of material 
consisting of nitinol, polymide and Poly Ether Ether Ketone (PEEK) for the outer tube, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In re Leshin, 125 USPQ 416. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Averette 
(US Patent 4,624,148) in view of Glatz et al. (US Patent 5,614,154). 

Averette does not teach the inner tube is made of fused silica with a polymide 
sheath. 

Glatz teaches a stabilized fused silica capillary coated with polymide makes a 
preferred capillary for connecting to PEEK pieces in a chromatographic injection device 
(column 3 lines 51-57). PEEK pieces are common in chromatographic devices because 
they are chemically inert, resitant to clogging, have excellent dispersion properties, and 
mechanically robust. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a polyimide coated or sheathed fused silica capillary as a 
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needle as this a preferred material combination for connecting to PEEK pieces preferred 
for fluid communication in chromatographic devices. 



Claims 5, 6, 28, 29 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles D. Garber whose telephone number is (571) 
272-2194. The examiner can normally be reached on 6:30 a.m. to 3:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on (571) 272-2208. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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